

REMARKS 



Entry of the foregoing and further and favorable reconsideration of the subject 
application in light of the following remarks, pursuant to and consistent with 37 C.F.R. 
§ 1.1 12, are respectfully requested. 

By the foregoing amendment, claims 24 and 30 have been canceled without prejudice 
or disclaimer of the subject matter recited therein. Further, claims 23, 26-27 and 31-32 have 
been amended to further clarify applicants' invention and new claims 39-43 have been added. 
No new matter has been added. 

I. Objections 

The disclosure has been objected to because the table spanning pages 207-216 is in 
German. Applicants note that page 190 of the disclosure recites the English translation for 
the headings of each column for the table, and pages 191-206 show the English translation of 
columns 1-3 from the table on pages 207-216. 

As for the electronic Northern tables recited on pages 15-185, applicants will submit 
substitute pages with the proper alignment of the columns. 

II. Rejection Under 35 ILS.C. § 101 

Claims 23, 24, 26-27 and 30-32 have been rejected under 35 U.S.C. § 101 because the 
claimed invention allegedly lacks patentable utility. Applicants respectfully traverse this 
rejection. 

This rejection appears to be based on the misalignment of the electronic Northern for 
SEQ ID NO:8. Submitted herewith is a copy of page 23 of the subject application indicating 
that expression of SEQ ID NO:8 in normal pancreas tissue is 0.0000 and expression of SEQ 
ID NO:8 in a pancreas tumor is 0.0166. Thus, SEQ ID NO:8 is indeed differentially 
expressed in normal and cancerous pancreas tissue. 

Differential expression of SEQ ID NO:8 is also supported by the attached Figure. The 
two immunohistochemistry experiments shown in the figure were performed with antibodies 
against SEQ ID NO: 181 from a pancreas-adenocarcinoma. As indicated in the positive 
control, the tumor cells stain darkly while normal cells are not stained. Thus, this indicates 
that differential expression is not only at the RNA level but also at the protein level. 
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It is general knowledge in the art that cancer in general is related to the up regulation 
of certain proteins in tumor cells. This is evident from the state of the art disclosing 
polypeptides or proteins which are upregulated or essentially unaffected in tumor cells. Thus, 
the sequence of the invention (SEQ ID NO: 181), which is up regulated in pancreas tumor 
cells does indeed have a very specific function and utility, namely as a marker not just for 
cancer in general but for pancreas cancer specifically, which is substantial and credible. 

Therefore in view of the amendments to the claims and in view of the remarks stated 
above, applicants request withdrawal of this rejection. 

III. Rejection Under 35 U.S.C. § 112 

Claims 23, 24, 26-27 and 30-32 have been rejected under 35 U.S.C. § 1 12, first 
paragraph, as allegedly containing subject matter which was not described in the specification 
in such a way as to enable one skilled in the art to which it pertains or with which it is most 
nearly connected, to make and/or use the invention. Applicants respectfully traverse this 
rejection. 

Like the § 101 rejection, this rejection also appears to be based on the misalignment of 
the electronic Northern for SEQ ID NO: 8. Submitted herewith is a copy of page 23 of the 

subject application indicating that SEQ ID NO: 8 is differentially expressed in tumor and 

f 

normal pancreas tissue. Therefore, in view of the amendments to the claims and in view of 
the remarks stated above under the § 101 rejection, applicants submit that the subject 
specification teaches one skilled in the art how to use the invention as claimed (i.e., as a tool 
for finding active agents against a pancreas tumor and for producing a pharmaceutical 
composition). 

Therefore applicants request withdrawal of this rejection. 

Claims 23, 24, 26, 27 and 30-32 have been rejected under 35 U.S.C. § 1 12, second 
paragraph, as allegedly being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicants regard as the invention. 

This rejection has been rendered moot in view of the cancellation of claims 24 and 30 
and the amendments to claims 23, 26-27 and 31-32. 
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IV. Rejection Under 35 U.S.C. § 102 

Claims 23, 24 and 26 have been rejected under 35 U.S.C. § 102(b) as allegedly being 
anticipated by Yu et al. Applicants respectfully traverse this rejection. 

Yu et al. does not teach a polypeptide sequence comprising the sequence of SEQ ID 
NO: 181 nor does this reference teach a polypeptide that is at least 90% homologous to SEQ 
ID NO: 181. Therefore, this reference does not anticipate the claimed invention. 

Accordingly, applicants request withdrawal of this rejection. 

In view of the foregoing, further and favorable action in the form of a Notice of 
Allowance is believed to be next in order. Such action is earnestly solicited. 

In the event that there are any questions relating to this application, it would be 
appreciated if the Examiner would telephone the undersigned attorney or agent concerning 
such questions so that prosecution of this application may be expedited. 

The Commissioner is hereby authorized to charge any fees associated with this 
response or credit any overpayment to Deposit Account No. 13-3402. 



MILLEN, WHITE, ZELANO 

& BRANIGAN, P.C. 
Arlington Courthouse Plaza 1, Suite 1400 
2200 Clarendon Boulevard 
Arlington, Virginia 2220 1 
Telephone: (703) 243-6333 
Facsimile: (703) 243-6410 

Date: February 19, 2003 
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VERSION WITH MARKINGS TO SHOW CHANGES MADE 
IN THE CLAIMS 

23 . (Amended) Polypeptid e partial sequ e nces according to sequ e nc e s Seq. ID Nos. 
158 596 and 618 659 An isolated polypeptide comprising the sequence of SEQ ID NO: 181 . 

26. (Amended) Polyp e ptid e partial s e qu e nc e s polyp e ptid e according to claim 23, 
with at least 90% homology to these sequences An isolated polypeptide that is at least 90% 
homologous to the polypeptide sequence of claim 23 . 

27. (Amended) Us e of polyp e ptid e partial s e qu e nc e s according to s e qu e nc e s S e q 
ID Nos. 158 596 and 618 659 of claim 23 as tools for finding active ingredients against the 
pancr e as tumor A method for screening for an active ingredient against a pancreas tumor 
comprising contacting the polypeptide of claim 23 with a potential active ingredient . 

3 1 . (Amended) Us e of polypeptide partial sequenc e s S e q. ID Nos. 158 596 and 
618 659 of claim 23 for th e production of a pharmac e utical ag e nt for tr e atm e nt of th e 
pancr e as tumor A method for producing a pharmaceutical composition comprising mixing the 
polypeptide of claim 23 with a pharmaceutically acceptable carrier . 

3 2 . (Amended) Pharmac e utical ag e nt, containing at least on e polyp e ptid e partial 
s e qu e nc e S e q. ID Nos. 158 596 and 618 659 of claim 23 A pharmaceutical composition 
comprising the polypeptide of claim 23 and a pharmaceutically acceptable carrier . 
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